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DETAILED ACTION 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-33 drawn to a process, classified in class 426, subclass 1 . 

II. Claims 34-47, drawn to an apparatus, classified in class 99, subclass ++. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1 ) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus can be used to make other products such as 
plastics of different sizes. 

Because these inventions are independent or distinct for the reasons given 
above and have acquired a separate status in the art in view of their different 
classification, restriction for examination purposes as indicated is proper. 

During a telephone conversation with Mr. Sheldon on 3-16-06 a provisional 
election was made without traverse to prosecute the invention of Group 1 , claims 1-33. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 34-47 withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), 
as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 33 provides for the use of the methods of claim 1 , but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim 33 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1- 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bernatz et al. (6,551,643) in view of Phillips (4,117,645) and Corriveau (WO 03011045). 

Bernatz et al. disclose a method of making chewing gum containing a gum base 
and other ingredients such as a sweetener (claim 5) as claimed (abstract and col. 4, 



♦ 
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lines 30-33, lines 48-70, col. 6, lines 40-70, col. 7, lines 1-5, col. 9, lines 6-15, col. 9, 
lines 20-35). Claims 1 and 4 differ from the reference in the step of conveying the 
extruded gum granules to a tableting machine and pressing the gum granules into 
compressed chewing gum tablets. However, Corriveau et al. disclose that it is known to 
tablet gum made from gum chips. No patentable distinction is seen at this time between 
chips and granules as they can both be pressed into another form. Therefore,, it would 
have been obvious to press a composition as disclosed by the Corriveau in the process 
of Bernatz et al. Also Phillips disclose that it is known to pelletize gum before making it 
into a final product by extruding it into a liquid medium (abstract). The pelletized gum is 
then transported to its final destination before being further processed into the desired 
gum formulation. Therefore, it would have been obvious to further process gum pellets 
or granules as shown by Phillips in the process of Bernatz et al. 

Claims 2-3 further require that the gum granules contain particular amounts of 
gum base. However, as it is known to use 70% gum base, it would have been obvious 
to use more gum base and less of the other ingredients, depending on the product 
desired. 

The gum base and sweetener are mixed together as in step b (col. 4, lines 8-14, 
col. 9, lines 9-35). 

Claims 7-1 5 further require particular amounts of sweetener and flavor. The 
reference discloses sorbitol in amounts of 20% and intense sweetener's. Menthol is 
disclosed in amounts from 1 .50% to 2% (col. 9, lines 20-35). 
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Claims 16-18 further require particular sizes of cut granules. Bernatz discloses 
die plate apertures from 2.mm to 3.2 mm (col. 9, liens 9-15). 

Claim 19 further requires die plate openings with two different sizes. Bernatz et 
al. disclose die plates having multiple uniform aperatures (col. 9, lines 6-1 1 ). Ream et 
al. disclose that it is known to use 90% particles of chewing gum having a size of 0.5 to 
6 mm. 

Claim 20-24 further requires that the granules have two different diameter sizes, 
and claims 21-24 various sizes. Corriveau discloses that it is known to make gum chips 
in sizes from 0.5mm to 6.0 mm (0033). The reference discloses that the difference in 
particle size of the gum components and the tableting media results in a non- 
homogeneous distribution of gum components (003( when compacted, i. e. tableted. 
Therefore, it would have been obvious to use the chip sizes and the different sizes of 
chips as disclosed by Corriveau in the process of Bernatz to make granules of varying 
sizes. 

Claim 25 further requires removing the surface liquid from the extruded granules, 
claim 26, classifying the extruded granules. Bernatz et al. disclose using a centrifugal 
dryer to separate the water from the product as in claim 25(abstract) and classifying the 
gum products by allowing the gum products to pass through a screen, which rejects 
oversized products (col. 5, lines 55-70). 

The limitations of claims 27, 28 have been disclosed above and are obvious for 
those reasons. 



Application/Control Number: 10/609,497 



Page 6 



Art Unit: 1761 

Claims 29 and 30 further require that the tablets contain from 30-45% of the gum 
base. Corriveau et al. disclose that the gum component can be from 40-606 of the 
tableted gum. Therefore, it would have been obvious to use known amounts of gum 
base in the process of the combined references. 

Claim 32 further requires various ingredients for the coating. Corriveau et al. 
disclose that the tableting medium, which is considered to be a coating, can be various 
ingredients such as color, emulsifier, flavoring (0043). At any rate coating for cum 
pieces are well known as in CHICKLETS (tradename). Therefore, it would have been 
obvious to use known coatings in the claimed composition and to use the coating of 
Corriveau in the process of the combined references for its function as a coating. 

Claim 33 is to the use of the methods, which have been disclosed above and are 
obvious for those reasons. 




